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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 2, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagata et al. (2003/0076766 Al) in view of Minott (4444464). 

Regarding claims 1 and 15, Nagata et al. discloses, in figures 6A-6E, a beam splitter 
apparatus comprising: a first beam splitter mount (21) and a second beam splitter mount (22), the 
first beam splitter mount (21) being coupled to the second beam splitter mount (22) (figures 6C 
and 6D) the beam splitter apparatus being arranged so that, in use, a force applied to the second 
beam splitter mount (22) causes the second beam splitter mount (22) to turn relative to the first 
beam splitter mount (21) (section 0128). However, Nagata et al. does not disclose the first and 
second beam splitter mounts joined to each by a deformable connection. Minott discloses the 
use of a deformable (rigid) connection between two optical components (col. 4, lines 19-20). It 
would have been obvious to one having ordinary skill in the art at the time of the invention to 
combine the device of Nagata et al. with the deformable connection of Minott for the purpose of 
assuring the maintenance of precise band-to-band alignment (col. 4, lines 19-20). With regard to 
applicant's submission of the claimed limitation "in use", it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does not 
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differentiated the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations (Ex parte Mashim, 2 USPQ2d 1647 (1987)). 

Regarding claim 2, Nagata et al. discloses, in figures 6A-6E, a beam splitter apparatus but 
does not specifically disclose wherein the second beam splitter mount is arranged to turn relative 
to the first beam splitter mount in response to flexing of the deformable connection. Curbelo 
discloses wherein the second beam splitter mount (32) is arranged to turn relative to the first 
beam splitter mount (30) in response to flexing of the deformable connection (col. 7, lines 60- 
64). Therefore it would have been obvious to one having ordinary skill in the art at the time of 
the invention to combine the device of Nagata et al. with the connection of Curbelo for the 
purpose of tilting the beamsplitter so that the upper beam has an incident angle to the left of the 
uncoated portion of the rectangular glass of fifty degrees (col. 7, lines 60-64). 
3. Claims 3, 4, 6-10, 12-14, and 16-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nagata et al. (2003/0076766 Al) in view of Minott (4444464) and further in 
view of Curbelo (5671047). 

Regarding claims 3, 4, 9, 10, 16, and 17, Nagata et al. discloses, in figures 6A-6E, a beam 
splitter apparatus but does not specifically disclose wherein the second beam splitter mount is 
arranged to turn relative to the first beam splitter mount through an angle of ten degrees or less. 
Curbelo discloses wherein the second beam splitter mount (32) is arranged to turn relative to the 
first beam splitter mount (30) through an angle of ten degrees or less (col. 7, lines 60-64). 
Therefore it would have been obvious to one having ordinary skill in the art at the time of the 
invention to combine the device of Nagata et al. with the connection of Curbelo for the purpose 
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of tilting the beamsplitter so that the upper beam has an incident angle to the left of the uncoated 
portion of the rectangular glass of fifty degrees (col. 7, lines 60-64). 

Regarding claims 6 and 12, Nagata et al. discloses, in figures 6A-6E, a beam splitter 
apparatus, but does not specifically disclose wherein the beam splitter apparatus comprises 
Kovar. It would have been obvious to modify the invention to include wherein the beam splitter 
apparatus comprises Kovar, since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use (In re Leshin, 125 
USPQ 416). Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the invention to include wherein the beam splitter 
apparatus comprises Kovar for the purpose of its ability to be compatible with thermal expansion 
of a structure. 

Regarding claims 7, 8, 13, and 14, Nagata et al. discloses, in figures 6A-6E, a beam 
splitter apparatus, wherein the beam splitter apparatus further comprises a first beam splitter 
mounted in the first beam splitter mount (21) and a second beam splitter mounted in the second 
beam splitter mount (22) (section 0128), the beam splitter apparatus, in use, being arranged such 
that the first beam splitter (beam splitter mounted on mount 21) and the second beam splitter 
(beam splitter mounted on mount 22) receive optical energy emitted by an optical source 
(sections 0128-0130). 

Regarding claims 18-20, Nagata et al. discloses, in figures 6A-6E, a beam splitter 
apparatus, wherein the beam splitter deflects another portion of the beam incident on it and is not 
incident on the beam deflector, further comprising indicating powering the beam incident on the 
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splitter by m3easureing power in the beam deflected by the splitter (sections 0128-0130 and 
0239). 

Regarding claim 21, Nagata et al. discloses, in figures 6A-6E, a beam splitter apparatus, 
wherein the deflector is a second beam splitter (mounted on beam splitter mount (22) (section 
0128). 

4. Claims 5 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nagata et 
al. (2003/0076766 Al) in view of Minott (4444464) in view of Curbelo (5671047) as applied to 
claim 1 above, and further in view of Zhao (2001/0053024 Al). 

Regarding claims 5 and 11, Nagata et al. discloses, in figures 6A-6E, a beam splitter 
apparatus, but does not specifically disclose wherein the beam splitter apparatus comprises a 
material having a coefficient of thermal expansion of 8ppm/K or less. Zhao discloses wherein 
the beam splitter apparatus comprises a material having a low coefficient of thermal expansion 
(section 0078) but does not specifically disclose the coefficient being 8ppm/K or less, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum range or workable ranges involves only routine skill in the art (In re Aller, 105 
USPQ 233).. Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the invention to include wherein the beam splitter 
apparatus comprises a material having a coefficient of thermal expansion of 8ppm/K or less for 
the purpose of minimizing stresses during thermal cycling. 
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Response to Arguments 

5. Applicant's arguments with respect to claims 1-21 have been considered but are moot in 
view of the new ground(s) of rejection. With respect to claim 5, applicant argues that it would 
not a matter of ordinary skill in the art to use a material having a coefficient of thermal expansion 
of 8ppm/K or less. Zhao disclose wherein the beam splitter apparatus comprises a material 
having a low coefficient of thermal expansion. Although Zhao does not specifically disclose this 
specific range, the applicant has not established the critical nature of having a coefficient of 
thermal expansion of 8ppm/K or less. "The law is replete with cases in which the difference 
between the claimed invention and the prior art is some range or other variable within the claims. 
... In such a situation, the applicant must show that the particular range is critical, generally by 
showing that the claimed range achieves unexpected results relative to the prior art range." In re 
Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir.1990). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to have various 
ranges. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRANDI N. THOMAS whose telephone number is (571)272- 
2341 . The examiner can normally be reached on Monday - Thursday from 6-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Mack can be reached on 571-272-2333. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brandi N Thomas/ 

Examiner 

Art Unit 2873 

BNT 



/Ricky L. Mack/ 

Supervisory Patent Examiner, Art Unit 2873 



